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48 CFR Ch. 1 (10–1–12 Edition) 52.227–8 

52.227–8 [Reserved] 

52.227–9 Refund of Royalties. 
As prescribed in 27.202–5(c), insert the 

following clause: 

REFUND OF ROYALTIES (APR 1984) 

(a) The contract price includes certain 
amounts for royalties payable by the Con-
tractor or subcontractors or both, which 
amounts have been reported to the Con-
tracting Officer. 

(b) The term royalties as used in this clause 
refers to any costs or charges in the nature 
of royalties, license fees, patent or license 
amortization costs, or the like, for the use of 
or for rights in patents and patent applica-
tions in connection with performing this 
contract or any subcontract hereunder. 

(c) The Contractor shall furnish to the 
Contracting Officer, before final payment 
under this contract, a statement of royalties 
paid or required to be paid in connection 
with performing this contract and sub-
contracts hereunder together with the rea-
sons. 

(d) The Contractor will be compensated for 
royalties reported under paragraph (c) above, 
only to the extent that such royalties were 
included in the contract price and are deter-
mined by the Contracting Officer to be prop-
erly chargeable to the Government and allo-
cable to the contract. To the extent that any 
royalties that are included in the contract 
price are not in fact paid by the Contractor 
or are determined by the Contracting Officer 
not to be properly chargeable to the Govern-
ment and allocable to the contract, the con-
tract price shall be reduced. Repayment or 
credit to the Government shall be made as 
the Contracting Officer directs. 

(e) If, at any time within 3 years after final 
payment under this contract, the Contractor 
for any reason is relieved in whole or in part 
from the payment of the royalties included 
in the final contract price as adjusted pursu-
ant to paragraph (d) above, the Contractor 
shall promptly notify the Contracting Offi-
cer of that fact and shall reimburse the Gov-
ernment in a corresponding amount. 

(f) The substance of this clause, including 
this paragraph (f), shall be included in any 
subcontract in which the amount of royal-
ties reported during negotiation of the sub-
contract exceeds $250. 

(End of clause) 

[49 FR 12988, Mar. 30, 1984, as amended at 72 
FR 63066, Nov. 7, 2007] 

52.227–10 Filing of Patent Applica-
tions—Classified Subject Matter. 

As prescribed at 27.203–2, insert the 
following clause: 

FILING OF PATENT APPLICATIONS—CLASSIFIED 
SUBJECT MATTER (DEC 2007) 

(a) Before filing or causing to be filed a 
patent application in the United States dis-
closing any subject matter of this contract 
classified Secret or higher, the Contractor 
shall, citing the 30-day provision below, 
transmit the proposed application to the 
Contracting Officer. The Government shall 
determine whether, for reasons of national 
security, the application should be placed 
under an order of secrecy, sealed in accord-
ance with the provision of 35 U.S.C. 181–188, 
or the issuance of a patent otherwise delayed 
under pertinent United States statutes or 
regulations. The Contractor shall observe 
any instructions of the Contracting Officer 
regarding the manner of delivery of the pat-
ent application to the United States Patent 
Office, but the Contractor shall not be denied 
the right to file the application. If the Con-
tracting Officer shall not have given any 
such instructions within 30 days from the 
date of mailing or other transmittal of the 
proposed application, the Contractor may 
file the application. 

(b) Before filing a patent application in the 
United States disclosing any subject matter 
of this contract classified Confidential, the 
Contractor shall furnish to the Contracting 
Officer a copy of the application for Govern-
ment determination whether, for reasons of 
national security, the application should be 
placed under an order of secrecy or the 
issuance of a patent should be otherwise de-
layed under pertinent United States statutes 
or regulations. 

(c) Where the subject matter of this con-
tract is classified for reasons of security, the 
Contractor shall not file, or cause to be filed, 
in any country other than in the United 
States as provided in paragraphs (a) and (b) 
of this clause, an application or registration 
for a patent containing any of the subject 
matter of this contract without first obtain-
ing written approval of the Contracting Offi-
cer. 

(d) When filing any patent application 
coming within the scope of this clause, the 
Contractor shall observe all applicable secu-
rity regulations covering the transmission of 
classified subject matter and shall promptly 
furnish to the Contracting Officer the serial 
number, filing date, and name of the country 
of any such application. When transmitting 
the application to the United States Patent 
Office, the Contractor shall by separate let-
ter identify by agency and number the con-
tract or contracts that require security clas-
sification markings to be placed on the ap-
plication. 

(e) The Contractor shall include the sub-
stance of this clause, including this para-
graph (e), in all subcontracts that cover or 
are likely to cover classified subject matter. 

VerDate Mar<15>2010 14:28 Nov 28, 2012 Jkt 226211 PO 00000 Frm 00242 Fmt 8010 Sfmt 8010 Y:\SGML\226211.XXX 226211er
ow

e 
on

 D
S

K
2V

P
T

V
N

1P
R

O
D

 w
ith

 



233 

Federal Acquisition Regulation 52.227–11 

(End of clause) 

[49 FR 12988, Mar. 30, 1984, as amended at 72 
FR 63066, Nov. 7, 2007] 

52.227–11 Patent Rights—Ownership 
by the Contractor. 

As prescribed in 27.303(b)(1), insert 
the following clause: 

PATENT RIGHTS—OWNERSHIP BY THE 
CONTRACTOR (DEC 2007) 

(a) As used in this clause— 
Invention means any invention or discovery 

that is or may be patentable or otherwise 
protectable under title 35 of the U.S. Code, or 
any variety of plant that is or may be 
protectable under the Plant Variety Protec-
tion Act (7 U.S.C. 2321, et seq.) 

Made means— 
(1) When used in relation to any invention 

other than a plant variety, the conception or 
first actual reduction to practice of the in-
vention; or 

(2) When used in relation to a plant vari-
ety, that the Contractor has at least ten-
tatively determined that the variety has 
been reproduced with recognized characteris-
tics. 

Nonprofit organization means a university 
or other institution of higher education or 
an organization of the type described in sec-
tion 501(c)(3) of the Internal Revenue Code of 
1954 (26 U.S.C. 501(c)) and exempt from tax-
ation under section 501(a) of the Internal 
Revenue Code (26 U.S.C. 501(a)), or any non-
profit scientific or educational organization 
qualified under a State nonprofit organiza-
tion statute. 

Practical application means to manufacture, 
in the case of a composition of product; to 
practice, in the case of a process or method; 
or to operate, in the case of a machine or 
system; and, in each case, under such condi-
tions as to establish that the invention is 
being utilized and that its benefits are, to 
the extent permitted by law or Government 
regulations, available to the public on rea-
sonable terms. 

Subject invention means any invention of 
the Contractor made in the performance of 
work under this contract. 

(b) Contractor’s rights (1) Ownership. The 
Contractor may retain ownership of each 
subject invention throughout the world in 
accordance with the provisions of this 
clause. 

(2) License. (i) The Contractor shall retain 
a nonexclusive royalty-free license through-
out the world in each subject invention to 
which the Government obtains title, unless 
the Contractor fails to disclose the invention 
within the times specified in paragraph (c) of 
this clause. The Contractor’s license extends 
to any domestic subsidiaries and affiliates 
within the corporate structure of which the 

Contractor is a part, and includes the right 
to grant sublicenses to the extent the Con-
tractor was legally obligated to do so at con-
tract award. The license is transferable only 
with the written approval of the agency, ex-
cept when transferred to the successor of 
that part of the Contractor’s business to 
which the invention pertains. 

(ii) The Contractor’s license may be re-
voked or modified by the agency to the ex-
tent necessary to achieve expeditious prac-
tical application of the subject invention in 
a particular country in accordance with the 
procedures in FAR 27.302(i)(2) and 27.304–1(f). 

(c) Contractor’s obligations. (1) The Con-
tractor shall disclose in writing each subject 
invention to the Contracting Officer within 2 
months after the inventor discloses it in 
writing to Contractor personnel responsible 
for patent matters. The disclosure shall iden-
tify the inventor(s) and this contract under 
which the subject invention was made. It 
shall be sufficiently complete in technical 
detail to convey a clear understanding of the 
subject invention. The disclosure shall also 
identify any publication, on sale (i.e., sale or 
offer for sale), or public use of the subject in-
vention, or whether a manuscript describing 
the subject invention has been submitted for 
publication and, if so, whether it has been 
accepted for publication. In addition, after 
disclosure to the agency, the Contractor 
shall promptly notify the Contracting Offi-
cer of the acceptance of any manuscript de-
scribing the subject invention for publica-
tion and any on sale or public use. 

(2) The Contractor shall elect in writing 
whether or not to retain ownership of any 
subject invention by notifying the Con-
tracting Officer within 2 years of disclosure 
to the agency. However, in any case where 
publication, on sale, or public use has initi-
ated the 1-year statutory period during 
which valid patent protection can be ob-
tained in the United States, the period for 
election of title may be shortened by the 
agency to a date that is no more than 60 days 
prior to the end of the statutory period. 

(3) The Contractor shall file either a provi-
sional or a nonprovisional patent application 
or a Plant Variety Protection Application on 
an elected subject invention within 1 year 
after election. However, in any case where a 
publication, on sale, or public use has initi-
ated the 1-year statutory period during 
which valid patent protection can be ob-
tained in the United States, the Contractor 
shall file the application prior to the end of 
that statutory period. If the Contractor files 
a provisional application, it shall file a non-
provisional application within 10 months of 
the filing of the provisional application. The 
Contractor shall file patent applications in 
additional countries or international patent 
offices within either 10 months of the first 
filed patent application (whether provisional 
or nonprovisional) or 6 months from the date 
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